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RESPONSE TO AMENDMENT 



Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
6/9/201 1 has been entered. 



Status of Claims 

2. Claims 1 , 3, 5-6, 8, 11-14, 1 6-20, and 23-28 are pending. In the response filed on 
6/9/201 1 , claims 25-28 were added. 

3. Claims 2, 4, 7, 9-1 0, 1 5, and 21 -22 were previously canceled. 



Ciaim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 1 02 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 , 3, 5-6, 8, 1 3-1 4, 1 7-20, and 25-28 are rejected under 35 U.S.C. 1 03(a) 



as being unpatentable over Ishida et al., USPN 6,570,010, in view of Ishida et al., WO 
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2003/074622. The rejection refers to istiicla et a!., USPA 2005/0129721 , which is being 
used as the English language equivalent of Ishida et al., WO 2003/074622 (cited in the 
IDS filed on 5/19/2006). 

Regarding claims 1, 6, 8, 13-14, 17-20, and 27: Ishida '010 discloses a beverage 
(carbonated beverage, col. 9, In. 36) comprising a concentrated fruit juice component 
(lemon juice concentrate, col. 9, In. 46), a base with sweetness (liquid sugar dextrose, 
col. 9, In. 47), and a flavor improving substance (vanillyl-n-butyl ether, col. 9, In. 49). 

Ishida '010 suggests the flavor improving substance (vanillyl-n-butyl ether) can 
be mixed with food and drink beverages (col. 4, In. 66) that include cool-feeling 
substances (col. 4, In. 56) and refreshing feeling substances (col. 4, In. 61). Ishida '010 
suggests cool- and refreshing feeling substances including: menthol, 3-(1- 
menthoxy)propane-1 ,2-diol, 3-(1-menthoxy)-2-methylpropane-1,2-diol (col. 4, In. 57-60). 
Ishida '010 discloses the combination improves the duration and cool-feeling or refresh- 
feeling imparting effect (col. 4, In. 60-62). 

However, Ishida '010 does not expressly disclose the beverage includes a 
combination of cool-feeling substances and refreshing feeling substances (presently 
claimed as menthol). 

Ishida '721 is drawn to cool feeling compositions having a high cooling effect (p. 
1 , para 0001). Ishida '721 discloses it is known in the art to combine two or more cool 
feeling substances to enhance cooling effect (p. 1, para 0005). Ishida '721 discloses the 
composition is useful in food and drink compositions (p. 1, para 0011). Ishida '721 
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discloses the composition includes menthol combined with 3-1-menthoxypropane-1 ,2- 
diol (p. 2, para 0019). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to add menthol and cool-feeling substances, as taught in Ishida '721, to the 
beverage composition, taught in Ishida 'QIC, to obtain a beverage composition 
comprising menthol and cool feeling substances. One of ordinary skill in the art would 
have been motivated to use a combination of menthol and cool feeling substances 
because they a cooling effect having excellent persistency in food and drink 
compositions (p. 1, para 0010). 

Regarding the amount of the menthol and cool-feeling substance, Ishida '721 
discloses a food and drink composition comprises between 0.001 % and 20% by weight 
of the total cool feeling composition (p. 2, para 0025). Ishida '721 discloses the 
composition includes components (A), (B), and (C) (p. 2, para 0019). Ishida '721 
discloses component (A) is menthol (p. 2, para 0019). Ishida '721 discloses component 
(B) is at least one compound selected from 3-(1-menthoxy)propane-1 ,2-diol and 2-(1- 
menthoxy)ethane-1-ol (p. 2, para 0019). 

Ishida '721 discloses the composition ratios of the above ingredient (A) to the 
ingredient (B), the ingredient (B) to the salicylic acid ester (C), and the ingredient (A) to 
the above ingredient (C) by weight are 95:5 to 30:70, 90:10 to 30:70, and 99.5:0.5 to 
30:70, respectively (p. 2, para 0020). 

As a single example of an overlapping range, Ishida '721 discloses an 
overlapping range of menthol and cool feeling substances (3-(1-menthoxy)propane-1,2- 
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diol and 2-(1-menthoxy)ethane-1-ol). The present claims recite mentliol is between 
0.009 to 0.045 parts per 1000 of tlie product. Tine converts to between 0.0009% and 
0.0045%. (0.009/1000 *100% = 0.0009%). The present claims recite the cool feeling 
substance is between 0.001 to 0.005 parts to 1000 parts product. The converts to 
between 0.0001 % and 0.0005%. 

Taking the ratio provided by Ishida '721 one can calculate a range of menthol 
and cool feeling substance between 0.00023% and 4.6%. Sample calculation: (C) 
represents 70 parts of the composition. Then (A) equals 30 parts and (B) equal 30 
parts. Therefore, (A) and (B) represent about 23% of the composition ({30 
parts/[30+30+70]}*100% = 23%. Therefore, the amount of (A) and (B) can each be 23% 
of the total 0.001% to 20% range of the Ishida '721 composition in a food product 
(Ishida '721 , p. 2, para 0025). 23% of 0.001 % = 0.00023% and 23% of 20% = 4.6%. 

The examiner notes that this is a single example calculation. Various 
combinations of the ratios suggested in Ishida '721 result in ranges that overlap the 
presently claimed ranges. In the case where the claimed ranges overlap or lie inside 
ranges disclosed by the prior art" a prima facie case of obviousness exists. MPEP 
2144.05 I. 

Furthermore, differences in concentration or temperature will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such concentration or temperature is critical. Where the general conditions of 

a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
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workable ranges by routine experimentation. IVIPEP 2144.05 II. In the present case, the 
prior art suggests overlapping ranges of menthol and cool feeling substances. 

Regarding claim 3, Ishida '010 discloses the base with sweetness is dextrose 
(liquid sugar dextrose, col. 9, In. 47), which is another name for glucose. 

Regarding claim 5, Ishida '721 discloses the ratio of a refreshing feeling 
substance (component (A) menthol) to a cool feeling substance (component (B) 3-1- 
menthoxypropane-1,2-diol), is between 95:5 to 30:70 (p. 2, para 0020). The inverse of 
which converts to 5:95 to 70:30 parts cool feeling substance (component (B) 3-1- 
menthoxypropane-1,2-diol) per refreshing feeling substance (component (A) menthol). 
This converts to between 0.0526 to 0.428 parts cool feeling substance per 1 part 
refreshing feeling substance (menthol). Ishida '721 also discloses the ratio can be 0:100 
to 20:80 (component (A) to component (B), p. 2, para 0023). The inverse of which 
converts to 100:0 to 80:20 parts cool feeling substance (component (B) 3-1- 
menthoxypropane-1,2-diol) per refreshing feeling substance (component (A) menthol). 
Furthermore, Ishida '721 prepared an example having 0.057 parts of cool feeling to one 
part refreshing feeling substances (2 parts 3-1 -menthoxypropane-1 ,2-diol to 35 parts 1 - 
menthol, p. 10, Table 1, Example 1). 

Regarding claims 17-20, the phrase, "for reinforcing a flavor," is a statement of 
intended use or purpose. A statement with regard to intended use is not further limiting 
as a manipulative difference between the process claimed and the prior art. In order to 
patentably distinguish the claimed invention from the prior art, a claimed intended use 
must result in a manipulative difference between the claimed invention and the prior art. 
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See MPEP § 21 1 1 .02 II. In the present case there is no manipulative difference from the 
beverage, taught in Ishida '010 in view of Ishida '721, and the claimed process. 

Regarding claim 25: As discussed above, the ratio provided by Ishida '721 one 
can calculate a range of menthol and cool feeling substance between 0.00023% and 
4.6% (see sample calculation above). Furthermore, Ishida '721 discloses the ratio 
between the menthol (Ishida 721 ingredient A) and the cool feeling substance (Ishida 
'721 ingredient B) is between 19 to 0.429 (95:5 to 30:70, p. 2, para 0020). The present 
claim recites an amount of menthol between 0.027/1 OOOparts to 0.045/1000 parts (claim 
25, In. 2) and cool feeling substance between 0.003/1 000 parts to 0.005/1 000 parts 
(claim 25, In. 3-4). This represents a ratio between 5.4:1 to 15:1. Therefore, Ishida '721 
discloses the ratio of menthol to cool feeling that is within the present claims. 

Furthermore, differences in concentration or temperature will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence 
Indicating such concentration or temperature is critical. Where the general conditions of 
a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation. MPEP 2144.05 II. In the present case, the 
prior art suggests using the presently claimed compounds for their presently claimed 
use. Additionally, the prior art suggests overlapping ranges of menthol and cool feeling 
substances. 

Regarding claim 26: Ishida '721 discloses the cool feeling substance is 3-1- 

menthoxypropane-1,2-diol (p. 2, para 0019). 
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Regarding claim 28: Ishida '010 discloses lemon juice (col. 9, In. 46). Ishida '721 
discloses the cool feeling substance is 3-1-menthoxypropane-1 ,2-diol (p. 2, para 0019). 

6. Claims 11-12,16, and 23-24 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Ishida et al., USPN 6,570,010, in view in view of Ishida et al., WO 
2003/074622, as applied to claims 1, 3, 5-6, 8, 13-14, 17-20, and 25-28 above, and 
further in view of Kaplan, USPA 2002/0182296. The rejection refers to Ishida et al., 
USPA 2005/01 29721 as the English language equivalent of Ishida et al., WO 
2003/074622. 

Ishida '010 in view of Ishida '721 is relied on as above. Ishida '010 in view of 
Ishida '721 does not disclose the beverage is a fruit juice containing dairy product. 

Kaplan is drawn to carbonated milk beverages (p. 1 , para 0002). Kaplan 
discloses the milk beverage can contain a fruit juice (p. 1 , para 0002). Kaplan discloses 
carbonated milk products would be perceived as more healthy alternatives to soft drinks 
(p. 1 , para 0006). It would have been obvious to one of ordinary skill in the art at the 
time of invention to include a milk product, as taught in Kaplan, in the fruit juice 
containing beverage, taught in Ishida '010 in view of Ishida '721 , to obtain a fruit juice 
beverage containing milk. One of ordinary skill in the art would have been motivated to 
include milk because it is viewed as a healthy alternative to soft drinks (p. 1 , para 0006). 

Regarding claim 16, Ishida '010 discloses an additional flavor improving 
substance (vanillyl-n-butyl ether, col. 9, In. 49). 
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Regarding claims 23 and 24, the phrase, "for reinforcing a flavor," is a statement 
of intended use or purpose. A statement with regard to intended use is not further 
limiting as a manipulative difference between the process claimed and the prior art. In 
order to patentably distinguish the claimed invention from the prior art, a claimed 
intended use must result in a manipulative difference between the claimed invention 
and the prior art. See MPEP § 21 1 1 .02 II. In the present case there is no manipulative 
difference from the beverage, taught in Ishida '010 in view of Ishida '721 and Kaplan, 
and the claimed process. 



Response to Arguments 

7. Applicant's arguments filed 6/9/201 1 have been fully considered but they are not 
persuasive. 

Applicant argues Ishida '010, Ishida '721, and/or Kaplan fail to render the 
presently claimed invention obvious because the cited references fail to suggest the 
unexpected results (Remarks, p. 11). Applicant relies on the information presented in 
the specification (Remarks, p. 1 1 , last three lines). Examiner is not persuaded by this 
argument. 

Any differences between the claimed invention and the prior art may be expected 
to result In some differences in properties. The issue is whether the properties differ to 
such an extent that the difference is really unexpected. MPEP 716.02. The Applicant 
has the burden to establish the differences in results are in fact unexpected and 
unobvious and of both statistical and practical significance. MPEP 716.02(b). Evidence 
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must show unexpected results. MPEP 716.02 (a) I. Unexpected results must be 
commensurate in scope with the claimed invention. MPEP 716.02(d). 

First, per MPEP § 716.02(d), whether unexpected results are the result of 
unexpectedly improved results or a property not taught by the prior art, "objective 
evidence of nonobviousness must be commensurate in scope with the claims which the 
evidence is offered to support". In other words, the showing of unexpected results must 
be reviewed to determine if the results occurred over the entire claimed range. See In 
re Clemens, 622 F.2d 1029, 1036, 206 USPQ 289, 296 (CCPA 1980). Applicants have 
not provided data to show that the unexpected results do in fact occur over the entire 
claimed range of fruit containing food product comprising fruit component, a base with 
sweetness, menthol, and cool feeling substances. Applicant relies on the results 
reported in the specification (Remarks, p. 1 0 and 1 1 ). However, the examples in the 
specification are not commensurate in scope with the claimed invention. 

The examples in the specification fail to support an unexpected result with all 
possible fruit components. Present claims 1 , 3, 5-6, 8, 11-14, 16-20, and 23-26, recite a 
fruit component, which means any type of fruit component. The examples disclose the 
following: orange juice (p. 38, Ex 1 ); lemon juice (p. 42, Ex 2, Table 4; p. 47, Ex %, 
Table 8; p. 49, Table 10, Ex 7); apple juice (p. 45, Ex 3, Table, 6); peace juice (p. 46, Ex 
4, Table 7); grapefruit juice (p. 48, Ex 6, Table 9); and grape juice (p. 52, Ex 9, Table 
12). Additionally, examples 3-9 report results from ranges of menthol and cool feeling 
substance outside the presently claimed range. New claims 27 and 28 recite juices in 
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addition to orange juice. Ttierefore, ttie results in tine Specification are not 
commensurate in scope witli tlie presently claimed invention. 

Applicant relies on the results reported in the specification for the range of 
menthol and cool feeling substances (Remarks, p. 12, referring to Tables 2-3, Examples 
1-(4) to 1-(6); Specification, p. 39). However, examples 1-(4) to 1-(6) used only 3-1- 
menthoxy-l,2-propanediol as the cool feeling substance. Present claims 1, 3, 5-6, 8, 1 1- 
14, 16-20, 23-25 and 27, recite additional cool feeling substances. Furthermore, Tables 
2 and 3 reports results from example 1 , a beverage with orange juice. The present 
claims recite fruit, which is more than just orange juice. New claims 27 and 28 recite 
juices in addition to orange juice. Therefore, the results in the Specification are not 
commensurate in scope with the presently claimed invention. 

Applicant argues the prior art fails to recognize unexpected combinations of light 
feeling in the mouth, continuation of light feeling, light aftertaste, and no heavy feeling of 
sweetness (Remarks, p. 12, 1^* full para). Examiner is not persuaded by these 
arguments. Present claim 25 represents the most specification combination of menthol 
and cool feeling substance. This combination of flavoring was used in orange juice in 
examples 1-(5) and 1-(6) (specification, p. 39, Table 2). Therefore, the claim is not 
commensurate in scope with the present claims. 

Second, Examiner notes the properties on which the Applicant relies 
(i.e. p. 40: light feeling in the mouth, continuation of light feeling, and heavy 
feeling of sweetness; p. 43: especially weak, slightly positive, strong, especially strong, 
bad taste, normal, slightly good taste, relatively good taste) lack definition or repeatable 
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objective results. Tlie Specification recites the property of light feeling in the mouth on a 
five point scale. The scale includes especially weak, slightly positive, strong, especially 
strong, and too strong (p. 39-40). However, the Specification fails to indicate any 
reference to qualify the relative comparisons on the scale. Furthermore, the 
Specification fails to explain the difference between any of the levels. For example, what 
is the difference between especially weak and slightly positive (Specification, p. 39, 
Sensory testing)? The same rationale applies to each of the sensory results. 

Finally, examiner notes to establish unexpected results over a claimed range, 
applicants should compare a sufficient number of tests both inside and outside the 
claimed range to show the criticality of the claimed range. MPEP 716.02 (d) II. In the 
present case, the specification fails to demonstrate criticality in the claimed range. 
Examples 1-(1), 1-(2), and 1-(3) (specification, p. 40) have ranges of menthol and cool 
feeling substances outside the presently claimed range. Examples 1-(4), 1-(5), and 1-(6) 
have ranges within the presently claimed range. However, the differences between the 
reported sensory perceptions do not appear to establish criticality to the presently 
claimed range. The specification reports the differences between the measured sensory 
properties (p. 40, Table 3) from outside the claimed range (ex 1 -(1 ) to 1 -(3)) and from 
within the claimed range (ex 1 -(4) to (6)) is "weakly continuous" to "very strongly 
continuous". As discussed above, the "continuous" feeling lacks an objective standard. 
Furthermore, the results indicate sensory perception increases as the amount of 
menthol and cool feeling substances increase. 
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Applicant argues ttie sensory tests in the specification are objective because they 
are based on a large sample size (Remarks, p. 13, top para). Examiner notes the 
sample size is ten (Remarks, p. 1 2, 1 full para last sentence). Applicant provided no 
evidence that a sample size of ten represents a statistically large or representative 
sample size. The argument of counsel cannot take place of evidence on the record. 

Applicant argues the taste lasts after storage for 20 days (p. 12, 1st full para). 
Examiner is not persuaded by this argument. The applicant has not demonstrated this is 
an unexpected result. The results from the storage test were only conducted on 
example 2. However, example 2 is lemon juice (specification, p. 42). The results are not 
commensurate in scope wit the claims. Furthermore, applicant has not demonstrated 
the result is unexpected and unobvious and of both statistical and practical significance. 

Furthermore, the examiner notes that the specification clearly states the amount 
of refreshing and cool feeling components are in a range from 0.00005 to 0.05% has a 
light feeling, sufficient continuation, no heavy taste, good flavor, and taste (specification, 
p. 41, 1'*full para). 

Applicant argues there is sufficient support for the claimed cool feeling 
substances (Remarks, p. 13, 1^' para). Examiner agrees. However, "support" in a 35 
use 112 first paragraph sense is not the issue. The issue is demonstration of 
unexpected results. As discussed above. Applicant has the burden to establish the 
differences in results are in fact unexpected and unobvious and of both statistical and 
practical significance. MPEP 716.02(b). 
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Applicant argues new claims 25-28 directed to specific examples in the 
specification have unexpected superior sensory evaluation results (Remarks, p. 13, 2"*^ 
to last para). Examiner is not persuaded by this argument for the reasons given above. 
The applicant has not demonstrated the results are unexpected and unobvious and of 
both statistical and practical significance. The claims are not commensurate in scope 
with the examples. 

In summary, the evidence disclosed within the specification fails to establish the 
unexpected results in the claimed invention. The applicant has not demonstrated the 
results are in fact unexpected and unobvious and of both statistical and practical 
significance. The claims are not commensurate in scope with the results in the 
specification. 



Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WALTER MOORE whose telephone number is 
(571)270-7372. The examiner can normally be reached on Monday-Thursday 9:00- 
4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Humera Sheikh can be reached on (571) 272-0604. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding ttie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/WM/ Walter Moore, /C. Sayala/ 

Examiner AU 1 789 Primary Examiner, Art Unit 1 781 



